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§41.69 Examiner’s answer.

(a) The primary examiner may, with-
in such time as directed by the Direc-
tor, furnish a written answer to the
owner’s and/or requester’s appellant
brief or respondent brief including, as
may be necessary, such explanation of
the invention claimed and of the ref-
erences relied upon, the grounds of re-
jection, and the reasons for patent-
ability, including grounds for not
adopting any proposed rejection. A
copy of the answer shall be supplied to
the owner and all requesters. If the pri-
mary examiner determines that the ap-
peal does not comply with the provi-
sions of §§41.61, 41.66, 41.67 and 41.68 or
does not relate to an appealable action,
the primary examiner shall make such
determination of record.

(b) An examiner’s answer may not in-
clude a new ground of rejection.

(c) An examiner’s answer may not in-
clude a new determination not to make
a proposed rejection of a claim.

(d) Any new ground of rejection, or
any new determination not to make a
proposed rejection, must be made in an
Office action reopening prosecution.

§41.71 Rebuttal brief.

(a) Within one month of the exam-
iner’s answer, any appellant may once
file a rebuttal brief.

(b)(1) The rebuttal brief of the owner
may be directed to the examiner’s an-
swer and/or any respondent brief.

(2) The rebuttal brief of the owner
shall not include any new or non-ad-
mitted amendment, or an affidavit or
other evidence. See §1.116 of this title
for amendments, affidavits or other
evidence filed after final action but be-
fore or on the same date of filing an ap-
peal and §41.63 for amendments, affida-
vits or other evidence filed after the
date of filing the appeal.

(c)(1) The rebuttal brief of any re-
quester may be directed to the exam-
iner’s answer and/or the respondent
brief of the owner.

(2) The rebuttal brief of a requester
may not be directed to the respondent
brief of any other requester.

(3) No new ground of rejection can be
proposed by a requester.

(4) The rebuttal brief of a requester
shall not include any new or non-ad-
mitted affidavit or other evidence. See

§41.73

§1.116(d) of this title for affidavits or
other evidence filed after final action
but before or on the same date of filing
an appeal and §41.63(c) for affidavits or
other evidence filed after the date of
filing the appeal.

(d) The rebuttal brief must include a
certification that a copy of the rebut-
tal brief has been served in its entirety
on all other parties to the proceeding.
The names and addresses of the parties
served must be indicated.

(e) If a rebuttal brief is timely filed
under paragraph (a) of this section but
does not comply with all the require-
ments of paragraphs (a) through (d) of
this section, appellant will be notified
of the reasons for non-compliance and
provided with a non-extendable period
of one month within which to file an
amended rebuttal brief. If the appel-
lant does not file an amended rebuttal
brief during the one-month period, or
files an amended rebuttal brief which
does not overcome all the reasons for
non-compliance stated in the notifica-
tion, that appellant’s rebuttal brief and
any amended rebuttal brief by that ap-
pellant will not be considered.

§41.73 Oral hearing.

(a) An oral hearing should be re-
quested only in those circumstances in
which an appellant or a respondent
considers such a hearing necessary or
desirable for a proper presentation of
the appeal. An appeal decided on the
briefs without an oral hearing will re-
ceive the same consideration by the
Board as an appeal decided after an
oral hearing.

(b) If an appellant or a respondent de-
sires an oral hearing, he or she must
file, as a separate paper captioned
“REQUEST FOR ORAL HEARING,” a
written request for such hearing ac-
companied by the fee set forth in
§41.20(b)(3) within two months after the
date of the examiner’s answer. The
time for requesting an oral hearing
may not be extended. The request must
include a certification that a copy of
the request has been served in its en-
tirety on all other parties to the pro-
ceeding. The names and addresses of
the parties served must be indicated.

(c) If no request and fee for oral hear-
ing have been timely filed by appellant
or respondent as required by paragraph
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